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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

 

 

 

BELL’S BREWERY, INC.,    ) 

       ) Opposition No. 91215896 

    Opposer,  ) 

       ) Application Serial No. 85/929,587 

   v.    )   

       ) 

INNOVATION BREWING,    )  

    Applicant.  ) 

       ) 

 
 

APPLICANT’S REPLY IN SUPPORT OF APPLICANT’S MOTION FOR SANCTIONS 

 This is Applicant’s Reply to “Bell’s Memorandum in Opposition to Applicant’s Motion 

for Sanctions,” which was filed on March 16, 2016, and which will be referred to herein as 

“Opposer’s Response.” Applicant concurrently submits herewith a Declaration of Ian D. Gates in 

Support of Applicant’s Reply in Support of Applicant’s Motion for Sanctions, dated 

March 28, 2016 (“Gates 2d Decl.”). 

 In Opposer’s Response, Opposer argues that Applicant’s Motion for Sanctions is barred 

by the Board’s established practice, and that there is no legal basis for Applicant’s Motion for 

Sanctions. [Opposer’s Response at pp. 1–2.] Applicant disagrees, and in view of the facts 

clarified below and the following arguments, Applicant respectfully requests that its Motion for 

Sanctions be granted.  
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I. Facts. 

 Applicant generally does not disagree with the statement of facts set forth in Opposer’s 

Response; however, Applicant believes it prudent to highlight a few such discussed facts. 

First, Applicant does not disagree that the proceedings were generally suspended from 

around the close of Discovery through early 2016, following Opposer’s motions filed in 

April 2015; however, as set forth in the Board’s Order of April 30, 2015, “[n]either the filing of 

the motion to compel nor this suspension order tolls the time for parties … to respond to any 

outstanding discovery requests which had been served prior to the filing of the motion to 

compel….” [Board Order dated April 30, 2015, p. 1.] In fact, Opposer acknowledges that it 

served supplemental document production on May 7, 2015, during the period of suspension, and 

therefore knew of its obligations to timely supplement despite the proceedings having been 

suspended.  

Next, Applicant does not disagree that during the two weeks of exchanging letters and 

having a telephone conference leading up to Applicant’s Motion for Sanctions, Opposer offered 

to limit its reliance only to a subset of its recent document production; however, the offer was to 

limit reliance to documents that came into existence since the date of its previous supplemental 

document production, May 7, 2015—two-hundred seventy-four (274) days prior to its recent 

document production of February 5, 2016.
1
 At no time did Opposer identify the date of each 

document produced to enable Applicant to reach an informed conclusion as to whether or not the 

supplemental document production was timely, as required under Fed. R. Civ. P. 26(e). In fact, 

Applicant was tasked with attempting to identify the dates of the documents, and, as set forth in 

                                                           
1
 Opposer’s indication on page 5 of Opposer’s Response that “Applicant never responded to Bell’s’ written offer to 

compromise” is factually incorrect and misleads the Board. On March 7, Applicant’s counsel sent Opposer’s 

counsel a responsive letter maintaining Applicant’s position, effectively refusing Opposer’s offer. Opposer cannot 

claim to have never received this communication, as it was attached to an email along with a separate letter that 

Opposer’s counsel cites in Opposer’s Response. [Gates 2d Decl. ¶ 2.] 
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Applicant’s Motion for Sanctions, Applicant was able to determine that at least a subset of the 

documents dated back to 2013 and 2014. [Applicant’s Motion for Sanctions, p. 3, Declaration of 

Ian D. Gates in Support of Applicant’s Motion for Sanctions, ¶¶ 8 and 9.] 

II. Argument. 

 First, Opposer characterizes Applicant’s Motion for Sanctions as a disguised motion in 

limine that is barred by Section 527.01(f) of the TBMP. However, as correctly quoted in 

Opposer’s Response, Section 527.01(f) states that “[i]t is not the Board’s practice to make 

prospective or hypothetical evidentiary rulings” (emphasis added). Opposer also affirmatively 

states that Applicant’s Motion for Sanctions set forth no legal support. [Opposer’s Response, 

p. 6.] Applicant disagrees with these characterizations of its motion. First, Applicant simply is 

not asking the Board to make an evidentiary determination under the Federal Rules of Evidence 

regarding any of the over one-thousand pages of documents recently produced. Rather, Applicant 

is asking for relief pursuant to the Federal Rules of Civil Procedure that require the timely 

supplementing of discovery responses and that provide for sanctions in the event of abuse of the 

Rules. 

 Federal Rule of Civil Procedure 26(e)(1)(A) requires that Opposer supplement its 

discovery responses “in a timely manner.” Moreover, as set forth in Applicant’s Motion for 

Sanctions, Federal Rule of Civil Procedure 37(c)(1) outlines appropriate sanctions that the Board 

may impose on Opposer for failing to supplement in a timely manner, with such available 

sanctions including prohibiting Opposer from relying on tardy document production, as set forth 

in Rule 37(b)(2)(A)(ii). In fact, as previously highlighted, the Board interprets Rule 37(c)(1) to 

extend beyond merely a complete failure to supplement discovery responses, and specifically to 

situations where the supplemental responses are tardy, and thus with no motion to compel 
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required. See TBMP § 408.03 (“This is not an invitation, however, to hold back material items 

and disclose them at the last minute. A party who does so may be subject to the preclusion 

sanction set forth in Fed. R. Civ. P. 37(c)(1).”). Opposer’s untimely supplemental production, on 

the eve of trial, of over one-thousand pages of documents amounting to 60% of its total 

document production and including documents dating back as far as three years, merits the 

sanction allowed under TBMP § 408.03 and Fed. R. Civ. P. 37(c)(1). 

 Moreover, the burden is on Opposer to establish that its recent document production was 

timely, that the delay was substantially justified, or that the delay is otherwise harmless. That is, 

Applicant is not tasked with establishing that Opposer’s document production was not timely, 

was not justified, or is not harmless. Wilson v. Bradlees of New England, Inc., 250 F.3d 10 (1st 

Cir. 2001) (“it is the obligation of the party facing sanctions for belated disclosure to show that 

its failure to comply with [Rule 37(c)(1)] was either justified or harmless….”); see also, e.g., 

U.S. v. North East Medical Services, Case No. 10-cv-01904-CW (JCS), Dkt. No. 176 (N.D. 

Cal. 2014)
2
 (order granting motion to strike supplemental document production); and Southern 

States Rack and Fixture, Inc. v. Sherwin-Williams Company, 318 F.3d 592 (4th Cir. 2003) (bad 

faith not required). 

 During the two weeks of dispute leading up to Applicant’s Motion for Sanctions, 

Opposer attempted to improperly place the burden on Applicant to justify its objection. Now, in 

Opposer’s Response, Opposer fails to meet the requisite burden. In attempting to do so, Opposer 

identifies and steps through five factors that the Board has utilized to determine whether a 

delayed disclosure is substantially justified or harmless, including (1) surprise to the party 

against whom the evidence would be offered (i.e., Applicant), (2) the ability to cure the surprise, 

                                                           
2
 A copy of this unreported district court opinion is provided as Appendix A hereto for the Board’s reference. 
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(3) the extent to which trial would be disrupted, (4) the importance of the evidence, and (5) the 

disclosing party’s explanation. 

According to Opposer, factors 1 and 2 weigh in its favor because “the February 5 

Production did not contain subject matter that is different from that of the documents produced 

during discovery, and nowhere does Applicant claim that they do.” [Opposer’s Response, p. 11.] 

Again, it is not Applicant’s burden to establish such facts. Moreover, Applicant was certainly 

surprised when 60% of Opposer’s document production arrived on the eve of trial, with 

documents dating back to 2013. Opposer further argues that a review of the tardy documents 

“does not require a significant amount of time.” [Id. at p. 7.] What constitutes a significant 

amount of time, however, is relative.
3
 Factor 1 therefore weighs in Applicant’s favor. With 

respect to factor 2, if, as Opposer claims, “the February 5 Production did not contain subject 

matter that is different from that of the documents produced during discovery,” [id.] then 

Opposer may simply rely on the documents that were timely produced with no negative 

consequence.  For this reason, factor 2 also weighs in Applicant’s favor. 

With respect to factor 3, had Applicant not filed its Motion for Sanctions, and thus 

acquiesced to Opposer’s delay in timely supplementing its production, then Applicant would be 

required to attack piecemeal each such document relied on during the testimony period and 

subsequently in Opposer’s trial brief via motions to strike and/or objections as part of 

Applicant’s trial brief, adding significant time, effort, and expense to Applicant’s defense of its 

trademark application. Accordingly, trial would be disrupted, Applicant would be prejudiced, 

and factor 3 therefore weighs in Applicant’s favor.  

                                                           
3
 It was previously established that Opposer’s beer production is about 600 times that of Applicant. It is therefore 

not farfetched to conclude that Applicant’s legal budget may be 1/600 of that of Opposer. 
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As to factor 4, the importance of the evidence, Opposer states that the tardy document 

production is “relevant to the likelihood of confusion analysis, many of them going to the 

strength and fame of Bell’s’ marks.” [Opposer’s Response, p. 12.] Applicant does not disagree 

that evidence relevant to a likelihood of confusion analysis is important to Opposer’s opposition, 

but as Opposer has admitted, “the February 5 Production did not contain subject matter that is 

different from that of the documents produced during discovery, and nowhere does Applicant 

claim that they do.” [Id. at p. 11.] For this simple reason, Opposer will not be prejudiced if 

restricted from relying on the tardy document production, and factor 4 is not in Opposer’s favor. 

Finally, with respect to factor 5, Opposer’s explanation, nowhere in Opposer’s Response 

does Opposer attempt to explain why documents dating back to 2013 were only produced on 

February 5, 2016, and nowhere in Opposer’s Response does Opposer attempt to explain why 

documents dating back to May 7, 2015 were only produced on February 5, 2016. Instead, 

Opposer’s explanation completely avoids addressing the requirement of Rule 26(e)(1)(A), itself, 

that supplementing document production must be “timely.” In fact, in addressing factor 5, 

Opposer indicates that “because almost one year has passed since the close of discovery,” it was 

time to supplement, suggesting that delaying for one year should be considered timely. This 

explanation falls far short of the required burden to establish timeliness under Federal Rule of 

Civil Procedure 26(e)(1)(A) and the relevant case law, resulting in factor 5 weighing against 

Opposer and in Applicant’s favor. 

III. Conclusion. 

 For the foregoing reasons, Applicant requests that Opposer be prohibited from relying on 

any of the documents that it recently produced to Applicant on February 5, 2016, labeled as 

BELLS-001997 through BELLS-003309. 
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DATED this 28
th

 day of March, 2016. 
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I hereby certify that this correspondence 

is being transmitted electronically via 

the United States Patent and Trademark 

Office’s ESTTA-Web System on 

March 28, 2016. 

 

                         /Ian D. Gates/                    

                      Ian D. Gates 

Respectfully submitted, 

 

DASCENZO INTELLECTUAL 

   PROPERTY LAW, P.C. 

 

 

           /Ian D. Gates/                     

Ian D. Gates 

Registration No. 51,722 

DASCENZO INTELLECTUAL 

  PROPERTY LAW, P.C. 

1000 S.W. Broadway, Suite 1555 

Portland, Oregon 97205 

Telephone: (503) 224-7529 

Facsimile:  (503) 224-7329 
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CERTIFICATE OF SERVICE 

  I hereby certify that a true and correct copy of the foregoing Applicant’s Reply 

in Support of Applicant’s Motion for Sanctions is being served on Opposer by First Class 

Mail on March 28, 2016 to: 

 

Sarah M. Robertson 

Dorsey & Whitney LLP 

51 West 52nd Street 

New York, NY 10019-6119 

 

 

 

        /Ian D. Gates/   

       Ian D. Gates 

       Of Attorneys for Applicant 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

 

 

 

BELL’S BREWERY, INC.,    ) 

       ) Opposition No. 91215896 

    Opposer,  ) 

       ) Application Serial No. 85/929,587 

   v.    )   

       ) 

INNOVATION BREWING,    )  

    Applicant.  ) 

       ) 

 
 

DECLARATION OF IAN D. GATES IN SUPPORT OF APPLICANT’S 

REPLY IN SUPPORT OF APPLICANT’S MOTION FOR SANCTIONS 
 

 

I, IAN D. GATES declare as follows: 

1. I am an attorney at DASCENZO Intellectual Property Law, P.C., representing 

Applicant, Innovation Brewing ("Applicant"), in the above captioned Opposition proceeding. I 

am licensed to practice law in the State of Oregon. I submit this Declaration for the purpose of 

setting forth certain facts in support of Applicant’s Reply in Support of Applicant’s Motion for 

Sanctions filed on March 28, 2016. 

2. On March 7, 2016, I emailed a letter to opposing counsel, Fara Sunderji, in which 

I expressly responded to Opposer’s March 1, 2016 letter regarding Bell’s’ offer of compromise. 

Attached to the same email was the letter that appears as Exhibit C to the Declaration of Fara S. 

Sunderji, filed by Opposer in support of Opposer’s Memorandum in Opposition to Applicant’s 

Motion for Sanctions. 
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Pursuant to 28 U.S.C. §1746, I, Ian D. Gates, further declare under penalty of perjury that all 

statements made of my own knowledge are true and all statements made on information and 

belief are believed to be true. 

 

Dated: March 28, 2016     /Ian D. Gates/    

 Ian D. Gates 
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CERTIFICATE OF SERVICE 

  I hereby certify that a true and correct copy of the foregoing Declaration of 

Ian D. Gates in Support of Applicant’s Reply in Support of Applicant’s Motion for Sanctions 

is being served on Opposer by First Class Mail on March 28, 2016 to: 

 

Sarah M. Robertson 

Dorsey & Whitney LLP 

51 West 52nd Street 

New York, NY 10019-6119 

 

 

 

        /Ian D. Gates/    

       Ian D. Gates 

       Of Attorneys for Applicant 
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